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DETAILED ACTION 

1 . This action is responsive to communications: Amendment filed on 7/5/06. 

2. Claims 1 , 3 - 1 9, 21 - 35 are pending in the case. Claims 1 , 4, 5, 1 9, 22 and 23 
are independent. 

Claim Rejections - 35 USC § 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1,3-8, 1 3 - 1 7, 1 9, 21 - 24 and 30 - 34 are rejected under 35 
U.S.C. 102(b) as being anticipated by Maxwell (US 5805810 A). 

5. Regarding independent claim 1 , Maxwell teaches that the message validator 
constructs mail objects from email messages, which mail objects use information from 
the sender database (Column 12, lines 38 - 67), which meet the limitation of selecting 
a single priorly stored file of presentation instructions {sender's database) 
including design instructions concerning a design of printed content to be 
printed on the documents {information from sender's database), and pre-mailing 
instructions concerning making said printed documents ready for mailing 
{information from sender's database). 

Maxwell teaches that the message validator queues the mail objects in a print 
queue. The print queue processor comprises a set of computer program instructions 
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that dictate a set of functions and operations to be performed by the print server 
(Column 12, lines 38 - 67), which meet the limitation of transferring a file of content- 
determining printing instructions {mail object) and said presentation instructions 
to a peripheral system for printing and for at least making ready for mailing said 
plurality of printed documents intended for the plurality of addressees. 

Maxwell teaches that the print queue processor selects a mail object from the 
print queue, and prints the mail object as a postal mail (or netgram) on printer (Column 
1 2, lines 38 - 67), which meet the limitation of printing said documents in 
accordance with said file of content-determining instructions and said design 
instructions concerning the design of the documents to be printed. 

Maxwell teaches that netgrams include a letter and corresponding envelope. 
Printed on each letter is the text from an email message received by the system. The 
printer prints on an envelope the return address (i.e., a street address for the sender) 
and the address (i.e., street address) of the intended recipient of the netgram, including 
necessary information for the U.S. Postal service to deliver the netgram (Column 12, 
lines 38 - 67), which meet the limitation of making said printed documents ready for 
mailing in accordance with said pre-mailing instructions concerning making 
ready said printed documents for mailing. 

6. Regarding dependent claim 3, Maxwell teaches that The Netgram system 10 
permits users to send email messages as postal mail addressed to an intended 
recipient who may not have access to the Internet by identifying the recipient using an 
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identifier or nickname. Once users send email messages addressed to intended 
recipients using the selected nicknames, the Netgram system 10 maintains databases 
including the nicknames and corresponding postal address information for each 
recipient based on the identity of the sender Thus, the Netgram system 10 may 
receive multiple email messages addressed to, for example, "mom@netgram.com" from 
different senders and determine who is to receive each postal mail by referring to the 
databases. (Column 4, lines 30 - 42), which meet the limitation of selecting said file of 
presentation instructions is carried out by selecting a symbol which represents 
said file of presentation instructions. 

7. Regarding independent claim 4, Maxwell teaches that The Netgram system 10 
permits users to send email messages as postal mail addressed to an intended 
recipient who may not have access to the Internet by identifying the recipient using an 
identifier or nickname. Once users send email messages addressed to intended 
recipients using the selected nicknames, the Netgram system 10 maintains databases 
including the nicknames and corresponding postal address information for each 
recipient based on the identity of the sender Thus, the Netgram system 10 may 
receive multiple email messages addressed to, for example, "mom@netgram.com" from 
different senders and determine who is to receive each postal mail by referring to the 
databases. (Column 4, lines 30 - 42), which meet the limitation of selecting said file of 
presentation instructions is carried out by selecting a symbol which represents 
said file of presentation instructions; activating a send dialog program, 
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subsequently displaying at least one symbol which represents a file of 
presentation instructions; wherein selecting said file of presentation instructions 
occurs by selecting a symbol which represents said file of presentation 
instructions, subsequently entering a send command and subsequently at least 
making ready for mailing said documents in accordance with said selected file of 
presentation instructions. Further, the limitations not addressed in independent claim 
4 incorporate substantially similar subject matter as claim 1 and are rejected along the 
same rationale. 

8. Regarding dependent claim 6, Maxwell teaches that after printing a netgram, 
tlie print queue processor 24 determines whether the print queue is empty (step 1240). 
If the print queue is empty (step 1240), then processing by the print queue processor 24 
ends (step 1245), Otherwise, when the print queue is not empty (step 1240), the print 
queue processor 24 returns to perform the functions of steps 1220-1240, selecting 
another mail object from the print queue (step 1220), phnting a netgram from the 
selected mail object (step 1230), and determining again whether the print queue is 
empty (step 1240) (Column 13, lines 1-10), which meet the limitation of in response 
to a selection of a different file of presentation instructions, the same peripheral 
system is driven for at least making ready for mailing another plurality of 
documents. 
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9. Regarding independent claim 5, Maxwell teaches that In reviewing the 
infornriation in a sender's account record (step 640 in FIG. 7) or after determining that a 
sender account record is not located in the sender database 1300 (step 620), the 
message validator 22 determines whether the sender's account contains sufficient credit 
for postage (step 640) to complete the process of generating a mail object, printing the 
postal mail, and providing the postal mail to, for example, the U.S. Postal Sen/ice for 
delivery to an identified recipient (addressee). As explained below with reference to 
FIG. 13, the sender account records in the sender database 1300 specify whether a 
sender has paid for or established an account to pay for required postage (Column 9, 
lines 19 - 30), which meet the limitation of selecting said presentation instructions 
occurs under a particular user authorization and by selecting a priorly stored file 
of presentation instructions; and wherein editing said file of presentation 
instructions occurs, and is executable, exclusively under a different authorization 
than said user authorization. Further, the limitations not addressed in independent 
claim 5 incorporate substantially similar subject matter as claim 1 and are rejected along 
the same rationale. 

10. Regarding dependent claim 7, Maxwell teaches that The netgram workstation 
16 is a computer workstation, such as a Sparcstation by Sun Computer Corporation, 
comprised of a display device, one or more input devices (e.g., keyboard, mouse, etc.), 
and a base unit. The base unit includes a central processing unit (CPU) and a storage 
device. The netgram workstation 1 6 is also used to execute software applications, 
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namely, a message validator and transaction queue processor (described below), 
stored on the storage device. The storage device also stores data used by the 
executing software applications including a sender database and a recipient database 
(described below). (Column 5, lines 7-17), which meet the limitation of generating at 
least one file of presentation instructions in accordance with data selected or 
entered under said different authorization than said user authorization; and 
storing said file of presentation instructions in said computer-readable memory. 

1 1 . Regarding dependent claim 8, Maxwell illustrates in Figure 1 entering data for 
said file of presentation instructions occurs utilizing universal, interactive client- 
server operating interface software. 

12. Regarding dependent claim 13, Maxwell teaches that FIG. 1 is a block diagram 
of an email message-to-postal mail generating system (Netgram system) 10. The 
Netgram system 10 is designed to receive email messages (from the Internet) and 
generate postal mail (also referred to as "netgrams") from the email messages. The 
email messages may be sent by any computer user with access to the Internet by 
simply sending email messages to the Netgram system 10 using a specific domain 
name (e.g., "netgram.com") (Column 4, lines 16 - 23), which meet the limitation of in 
response to the selection of said file of presentation instructions through any one 
of at least two different client systems, the said presentation instructions are 
used. 
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13. Regarding dependent claim 14, Maxwell teaches that The Netgram system 10 
permits users to send email messages as postal mail addressed to an intended 
recipient who may not have access to the Internet by identifying the recipient using an 
identifier or nickname. Once users send email messages addressed to intended 
recipients using the selected nicknames, the Netgram system 10 maintains databases 
including the nicknames and corresponding postal address information for each 
recipient based on the identity of the sender. Thus, the Netgram system 10 may 
receive multiple email messages addressed to, for example, "mom@netgram.com" from 
different senders and determine who is to receive each postal mail by referring to the 
databases (Column 4, lines 30 - 42), which meet the limitation of in response to the 
selection of said file of presentation instructions under any one of at least two 
different user authorizations, the same presentation instructions are used. 

14. Regarding dependent claim 15, Maxwell teaches that The netgram workstation 
16 is a computer workstation, such as a Sparcstation by Sun Computer Corporation, 
comprised of a display device, one or more input devices (e.g., keyboard, mouse, etc.), 
and a base unit. The base unit includes a central processing unit (CPU) and a storage 
device. The netgram workstation 16 is also used to execute software applications, 
namely, a message validator and transaction queue processor (described below), 
stored on the storage device. The storage device also stores data used by the 
executing software applications including a sender database and a recipient database 
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(described below). (Column 5, lines 7-17), which meet the limitation of said file of 
presentation instructions is stored centrally for coupling presentation 
instructions according to said file of presentation instructions to content- 
determining files in response to drive signals coming from a any one of at least 
two different client systems. 

15. Regarding dependent claim 16, Maxwell teaches that Mail objects selected 
from the print queue and printed by the printer 20 are taken out of the print queue. After 
printing a netgram, the print queue processor 24 determines whether the print queue is 
empty (step 1240). (Column 12, line 65 - Column 13, line 2), which meet the limitation 
of in response to addition or deletion of a file of presentation instructions, a list of 
files of presentation instructions in a memory accessible under said user 
authorization is updated. 

16. Regarding dependent claim 17, Maxwell teaches that The Netgram system 10 
permits users to send email messages as postal mail addressed to an intended 
recipient who may not have access to the Internet by identifying the recipient using an 
identifier or nickname. Once users send email messages addressed to intended 
recipients using the selected nicknames, the Netgram system 10 maintains databases 
including the nicknames and corresponding postal address information for each 
recipient based on the identity of the sender Thus, the Netgram system 10 may 
receive multiple email messages addressed to, for example, "mom@netgram.com" from 
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different senders and determine who is to receive each postal mail by referring to the 
databases. (Column 4, lines 30 - 42), which meet the limitation of said list of files of 
presentation instructions is read and displayed in response to activating a send 
dialog program. 

17. Regarding claims 19, 21 - 24, the claims incorporate substantially similar 
subject matter as claims 1,3-6, and are rejected along the same rationale. 

18. Regarding claims 30 - 34, the claims incorporate substantially similar subject 
matter as claims 13-17, and are rejected along the same rationale. 

Claim Rejections - 35 USC § 103 

19. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

20. Claims 12, 18 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maxwell (US 5805810 A) as applied to claims 1 and 19 above. 

21 . Regarding dependent claim 12, Maxwell does not explicitly teach a test 
message. 

However, Maxwell teaches that The Netgram system 10 permits users to send 
email messages as postal mail addressed to an intended recipient who may not have 
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access to the Internet by identifying the recipient using an identifier or nickname. Once 
users send email messages addressed to intended recipients using the selected 
nicknames, the Netgram system 10 maintains databases including the nicknames and 
corresponding postal address information for each recipient based on the identity of the 
sender Thus, the Netgram system 10 may receive multiple email messages addressed 
to, for example, "mom@netgram.com" from different senders and determine who is to 
receive each postal mail by referring to the databases. (Column 4, lines 30 - 42). 

It would have been obvious to one of ordinary skill in the art to be motivated, 
based on the disclosure and knowledge of the art, to meet the limitation of composing 
a test message in accordance with presentation instructions of said selected file 
and sending said test message to a location of a client system with which said 
file of presentation instructions has been selected, since the skilled artisan would 
want the user to be able to send a "test" message to himself in order to see how the 
system works and how the recipient would receive the message the user wants to send. 

22 Regarding dependent claim 18, Maxwell does not explicitly teach mirror file. 

However, it would have been obvious to one of ordinary skill in the art at the time 
of the invention to be motivated to use the disclosed invention and meet the limitation of 
at least one mirror file of presentation instructions coupled to said file of 
presentation instructions for modifying said mirror file of presentation 
instructions in response to modifications made in said file of presentation 
instructions, since Maxwell teaches that The netgram workstation 16 is a computer 
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workstation, such as a Sparcstation by Sun Computer Corporation, comprised of a 
display device, one or more input devices (e.g., keyboard, mouse, etc.), and a base 
unit. The base unit includes a central processing unit (CPU) and a storage device. The 
netgram workstation 16 is also used to execute software applications, namely, a 
message validator and transaction queue processor (described below), stored on the 
storage device. The storage device also stores data used by the executing software 
applications including a sender database and a recipient database (described below). 
(Column 5, lines 7-17); it would be convenient for the user if the skilled artisan kept a 
mirror file of the current addressing information locally and then stored any changes to 
the file in the database by overwriting the original file. 

23. Regarding dependent claim 35, the claim incorporates substantially similar 
subject matter as claim 18, and is rejected along the same rationale. 

24. Claims 9-11 and 27 - 29 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Maxwell (US 5805810 A) as applied to claims 1 and 19 above and 
further in view of McCauley et al. (US006434578B1). 

25. Regarding dependent claims 9 and 10, Maxwell does not explicitly teach 
displaying a document composed in accordance with presentation instructions of 
said selected file. 

McCauley et al. teach that the instruction stream will often utilize commands and 
offered features of the requesting client viewer, even though the commands and 
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features are not offered by different client viewers ... The instruction stream might utilize 
many different capabilities unique to particular types of clients, such as sound, video, 
animation, recording capabilities, and realtime transmission of these different types of 
media (Column 5, lines 31 - 49), which meet the limitation of displaying a document 
composed in accordance with presentation instructions of said selected file and 
that displaying said document composed in accordance with presentation 
instructions of said selected file occurs by means of universal, interactive client- 
server operating interface software (Fig. 1). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the invention of Maxwell with that of McCauley et al. because such 
a combination would allow the users of Maxwell the benefit of authoring multimedia 
content in a generic format (Column 2, lines 39 - 40). 

26. Regarding dependent claim 11, Maxwell does not explicitly teach animation. 

McCauley et al. teach that the instruction stream will often utilize commands and 
offered features of the requesting client viewer, even though the commands and 
features are not offered by different client viewers ... The instruction stream might utilize 
many different capabilities unique to particular types of clients, such as sound, video, 
animation, recording capabilities, and realtime transmission of these different types of 
media (Column 5, lines 31 - 49), which meet the limitation of displaying, in the form of 
an animation, successive operations for composing a document composed in 
accordance with presentation instructions of said selected file. 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the invention of Maxwell with that of McCauley et al. because such 
a combination would allow the users of Maxwell the benefit of authoring multimedia 
content in a generic format (Column 2, lines 39 - 40). 

27. Regarding claims 27 - 29, the claims incorporate substantially similar subject 
matter as claims 9-11, and are rejected along the same rationale. 

28. Claims 25 and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maxwell (US 5805810 A) as applied to claim 19 above and further in view of 
Daniels, Jr et al. (US 6343327 B1). 

29. Regarding dependent claim 25, Maxwell does not explicitly teach instructions 
for displaying settings concerning presentation instructions; instructions for 
registering settings concerning presentation instructions as part of a file of 
presentation instructions in accordance with selected or entered data; and 
instructions for storing in said computer-readable memory said registered 
settings concerning presentation instructions as a file of presentation 
instructions. 

Daniels, Jr. et al. teach that job setups may be defined by a job setup process 
520). The job setup process is an interactive application that allows a user to select 
templates and inserts for each delivery mechanism from a library. For example, 
electronic mail library 500 includes templates for formatting electronic mail messages 
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(Column 6, lines 28 - 33), which meet the limitation of instructions for displaying 
settings concerning presentation instructions; instructions for registering 
settings concerning presentation instructions as part of a file of presentation 
instructions in accordance with selected or entered data; and instructions for 
storing in said computer-readable memory said registered settings concerning 
presentation instructions as a file of presentation instructions. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to combine the teachings of Maxwell with that of Daniels, Jr. et al. because 
such a combination would provide the users of Maxwell with A message router that 
delivers the electronic mail pieces via an electronic delivery mechanism specified in the 
delivery preferences, e.g. to a web server, a pager, a facsimile machine (Column 2, 
lines 14-17). 

30. Regarding dependent claim 26, the claim incorporates substantially similar 
subject matter as claim 8, and is rejected along the same rationale. 

Response to Arguments 

31 . In response to applicant's arguments, the recitation "a method for printing and 
making ready for mailing a plurality of documents intended for a plurality of addresses" 
has not been given patentable weight because the recitation occurs in the preamble. A 
preamble is generally not accorded any patentable weight where it merely recites the 
purpose of a process or the intended use of a structure, and where the body of the 
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claim does not depend on the preamble for completeness but, instead, the process 
steps or structural limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 
USPQ 15 (CCPA 1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 
{CCPA1951). 

32. Applicant argues that Maxwell does not teach, show or suggest selecting a single 
priorly stored file including instructions concerning a design of printed content to be 
printed on the documents and pre-mailing instructions concerning making the printed 
documents ready for mailing (p 16, first paragraph) because Maxwell merely discloses a 
sender database containing identifiers for senders. 
The Office disagrees. 

The Office maintains that Maxwell teaches that the message validator constructs 
mail objects from email messages, which mail objects use information from the sender 
database (Column 12, lines 38-67), which meet the limitation of selecting a single 
priorly stored file of presentation instructions including design instructions 
concerning a design of printed content to be printed on the documents, and pre- 
mailing instructions concerning making said printed documents ready for 
mailing, since, as illustrated in Figure 13 of Maxwell, the sender database is a single 
priorly stored file that contains information relating to the sender such as his address, 
which gets printing on the netgram to be mailed, which constitutes being both design 
instructions and pre-mailing instructions as further evidenced by the fact that Maxwell 
teaches that netgrams include a letter and corresponding envelope. Printed on each 
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letter is the text from an email message received by the system. The printer prints on 
an envelope the return address (i.e., a street address for the sender) and the address 
(i.e., street address) of the intended recipient of the netgram, including necessary 
information for the U. S. Postal service to deliver the netgram (Column 1 2, lines 38 - 
67). 



33. Applicant argues that Maxwell does not show, teach or suggest selecting a 
symbol which represents a file of presentation instructions including design instructions 
concerning a design of printed content to be printed on documents and pre-mailing 
instructions concerning making the printed documents ready for mailing (p 16, second 
paragraph) because Maxwell discloses recipient nickname identifiers stored in a 
recipient database. 

The Office disagrees. 

The Merriam-Webster Dictionary defines symbol as something that stands for or 
suggests something else by reason of relationship, association, convention, or 
accidental resemblance. Within the broadest, reasonable interpretation in light of the 
specification, a nickname falls within the scope of a symbol. 



34. Applicant argues that Maxwell does not show, teach or suggest selecting said 
presentation instructions occurs under a particular user authorization and by selecting a 
priorly stored file of presentation instructions; and wherein editing said file of 
presentation instructions occurs, and is executable, exclusively under a different 
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authorization than said user authorization (p 17, last paragraph) because Maxwell 
merely discloses determining whether there is sufficient credit in a sender's account in 
order to mail the message. 
The Office disagrees. 

It should be noted that Maxwell teaches that in reviewing the information in a 
sender's account record or after determining that a sender account record is not located 
in the sender database 1300, the message validator determines whether the sender's 
account contains sufficient credit for postage to complete the process of generating a 
mail object, printing the postal mail, and providing the postal mail (Column 9, lines 19 - 
30), which meet the limitation of selecting said presentation instructions occurs 
under a particular user authorization and by selecting a priorly stored file of 
presentation instructions; and wherein editing said file of presentation 
instructions occurs, and is executable, exclusively under a different authorization 
than said user authorization, since originally the sender tries to send a netgram using 
the invention of Maxwell and then the message validator of Maxwell determines whether 
or not the printing and processing of the netgram takes place. The determination of 
sufficient funds has been interpreted as an authorization, which is performed by the 
message validator, which is a different authorization than user authorization, in this 
example the sender authorization. 
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Conclusion 

35. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nathan Hillery whose telephone number is (571) 272- 
4091. The examiner can normally be reached on M - F, 10:30 a.m. - 7:00 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather R. Herndon can be reached on (571) 272-4136. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
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